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DETAILED ACTION 

1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 1 03(c) and potential 35 U.S.C. 1 02(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

3. Claim 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over Masahito 
Hashimoto et al. in Japan Patent No. 62-173,142 in view of Shichizawa in Japan Patent 
No. 5-200,626. Masahito Hashimoto et al. in Japan Patent No. 62-173,142 discloses 
inputting the machining depth, removal surface area (including projected area) and 
removal volume. Clearly from figure 2 it is clear that the removal volume is based on the 
removal surface area and the machining depth (volume= surface area times depth). 
Applicant's claim language does not preclude determining the volume from the surface 
area and the depth and then setting (inputting) all of these values into a machine. 
Masahito Hashimoto et al. further disclose selecting from a set plurality of machining 
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conditions and calculating an erosion rate (removal volume rate), but not completing 
electric discharge machining when a machining time T has elapsed from the start of 
electric discharge machining. Schichizawa teaches sending a signal to a judgment 
mechanism when a machining time (T) has elapsed from the start of electric discharge 
machining. It would have been obvious to adapt Masahito Hashimoto et al. in view of 
Shichizawa to provide this to send a control signal to the control unit to stop machining 
to prevent excessive machining after machining is calculated to be complete. 
4. Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over Masahito 
Hashimoto et al. in Japan Patent No. 62-173,412 in view of Shoji et al. in Japan Patent 
No. 1-289,624. Masahito Hashimoto et al. in Japan Patent No. 62-173,142 discloses 
inputting the machining depth, removal surface area (including projected area) and 
volume. Clearly from figure 2 it is clear that the removal volume is based on the 
removal surface area and the machining depth (volume = surface area times depth). 
Masahito Hashimoto et al. further discloses obtaining an erosion rate (removal amount 
per single discharge) based on a particular set of machining conditions but not 
completing electric discharge machining when a number of discharges have been 
completed from the start of machining. Shoji et al. teach completing electric discharge 
machining when a number of machining pulses is reached. It would have been obvious 
to adapt Masahito Hashimoto et al. in view of Shoji et al. to provide this to stop 
machining to prevent excessive machining after machining is considered to be 
complete. 
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5. Applicant's arguments filed 26 November 2008 have been fully considered but 
they are not persuasive. Japan Patent No. 62-173,412 discloses setting a removal 
volume must be related to the machining area and depth (dimension of a material to be 
removed) since if a flat surface is created (see figure 3 of Japan Patent No. 62-173,412) 
then removal volume= machining area x machining depth. The claim language 
currently in claims 1 and 3 does not preclude an operator from determining the removal 
volume mentally and then setting this value into the machine of Japan Patent No. 62- 
173,412. Japan Patent No. 62-173,142 outputs a machining time T that is determined 
by the volume and the erosion rate. While Japan Patent No. 62-173,142 discloses 
estimating the time required for machining the volume, Schichizawa sends a signal 
when machining is completed. Applicant's argument that Shichizawa's "surface 
finishing" cannot remove material from a workpiece is not accurate since the electric 
discharge machining performed by Shichizawa removes material. Similarly Shoji 
removes material by electric discharges. 

6. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
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the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 
7. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Goto et al. in U.S. patent No. 5,765,955 discloses starting in 
column 3, last line: "A rate of machining a work piece V can be obtained by a product of 
a volume v of the material removed from the work piece 102 by a single electric 
discharge spike and a number of pulses of an effective electric discharge n per unit 
period of time, or a machined area S and a rate of machining 1 in the Z-axial direction 
per unit period of time." . Harukawa in Japan Patent No. 57-41,131 discloses as shown 
in the figures 4-7 lowering surface roughness by removing material by electric discharge 
machining. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Geoffrey S. Evans whose telephone number is (571)- 
272-1 174. The examiner can normally be reached on Mon-Fri 7:30AM to 4:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tu Hoang can be reached on (571)-272-4780. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 

Patent Application Information Retrieval (PAIR) system. Status information for 

published applications may be obtained from either Private PAIR or Public PAIR. 

Status information for unpublished applications is available through Private PAIR only. 

For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 

you have questions on access to the Private PAIR system, contact the Electronic 

Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 

USPTO Customer Service Representative or access to the automated information 

system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Geoffrey S Evans/ 

Primary Examiner, Art Unit 3742 



